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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )EI Responsive to communication(s) filed on 19 October 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 and 21-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1-14 and 21-24 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 7/9/03 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Drawings 

2. The drawings filed 7/9/03 have been reviewed by the Examiner and they are acceptable. 

Claim Rejections - 35 USC§112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. The rejection of claims 1-4 and 21-22 under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement is withdrawn in view of Applicant's 
amendments. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. The rejection of claims 4 and 10 under 35 U.S.C. 1 12, second paragraph, is withdrawn in 
view of Applicant's amendments 
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Claim Interpretation 

7. The recitation of "rectangular shape" protruding portions has been interpreted to mean 
that any surface of the protrusion is approximately rectangular in shape(i.e. top, side, bottom) or 
that the cross-section of the protrusion itself is rectangular. If Applicant does not agree with this 
interpretation, it is requested that the claims be drafted to more particularly define the meaning 
of the term or alternatively, the definition of the term as set forth in the disclosure or prior art be 
referenced on the record. 

The recitations of "relatively straight" and "substantially rectangular" (e.g., claims 21- 
22) have been interpreted to mean that any portion of the protrusions noted above are either 
straight or fairly close to being straight and that the protrusions are either rectangular or close to 
being rectangular (i.e., side portions do not intersect at exactly 90 degrees). These are relative 
terms and therefore, there is a greater degree of latitude that must be given in interpreting these 
terms. In using this claim language, Applicant has made a distinction between the use of the 
term "straight" per se, which has the ordinary meaning of being free from curves, bends, 
irregularities, angles etc, and "substantially straight" which one must conclude can include any 
of these features within reason. That is to say, curves, irregularities etc can be present as long as 
one of ordinary skill in the art would view the feature in question as being close to straight. 



Claim Rejections - 35 USC § 102/103 
8. Claims 1-14 and 21-24 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in 
the alternative under 35 U.S.C. 103(a) as obvious over Ishida (WO98/03972). (US 6347016 is 
an English equivalent to W098/03972 and is used herein as an English translation of the WO 
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document. All references to Ishida refer to the US document. It is noted that W098/03972 was 
published on Jan 29, 1998.) 

Claim 1 requires that "the width of each of said plurality of tracks is greater than the 
drawing diameter of the electron beam." This limitation defines the track width of the product 
in terms of the process used to make said product. This limitation does not appear to be further 
limiting insofar as the structure of the product is concerned. It has been held that even though a 
product claim is limited by and defined by a process, determination of patentability is based on 
the product itself. The patentability of a product does not depend on its method of production. If 
the product in the claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. In re Thorpe, 111 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). When there is a substantially similar 
product, as in the applied prior art, the burden of proof is shifted to the applicant to establish that 
their product is patentably distinct not the examiner to show the same process of making. In re 
Brown, 173 USPQ 685 and In re Fessmann, 180 USPQ 324. 

There is no evidence of record that establishes that a master medium produced using an 
electron beam having the claimed relationship to the track width is structurally different from 
that of a master medium produced by a different process using a different electron beam. The 
present specification describes that laser ablation/lithography results in the protrusion portions of 
the pattern having rounded edges, whereas the method of the instant invention does not. 
However, Applicant has provided no data that establishes that the claimed electron beam method 
limitations result in a master medium that is structurally different from a master media that is 
taught by Ishida. 
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Bearing the above in mind, Ishida teaches a magnetic master comprising a substrate with 
a patterned magnetic layer on its surface. The pattern is formed in the surface of the master via 
lithography with a laser or an electron beam. In one embodiment, the width of the protuberance 
portions of the patterned magnetic layer (known to be equivalent to the track width) are 0.2 
microns (see figure 10). It is noted that this track width is within the range disclosed by 
Applicant (see claim 5). Ishida teaches that the protuberances should have a rectangular cross 
section, as shown in Figure 3 (column 15, lines 59-67). 

It is noted that Figure 1 of Ishida shows that the top surface of the surface protrusions are 
rectangular. In addition, the side portions shown in figure 10 read on the claim limitation 
directed to substantially straight end portions and do the top surface end portions of the 
rectangular surfaces of the protrusions shown in figure 1. 

Response to Arguments 
9. Applicant's arguments filed 10/19/05 have been fully considered but they are not 
persuasive. 

Applicant argues that the Examiner has not given any patentable weight to the limitations 
defining track width in terms of the drawing diameter of the electron beam that is used to form 
the track width pattern and maintains that this position is technically inaccurate. 

The examiner respectfully disagrees. All claim limitations have been considered insofar 
as they define the claimed product. In the special case of product-by-process claims, the 
examiner's burden is to consider the process limitations insofar as they impart structural 
characteristics to the final product. The examiner agrees with Applicant that it is entirely proper 
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to define a product in terms of the process by which it is made. However, it is the examiner's 
contention that once a prima facie case has been made that the prior art shows substantially the 
same structure as claimed, the burden is shifted to Applicant to show evidence that the claimed 
process limitations structurally distinguish the claimed invention over the prior art. The 
examiner contends that her burden of setting forth a prima facie case has been met. Thus, 
Applicant must provide evidence to rebut this prima facie case. 

The examiner has fully considered Exhibit B showing burst pattern plots between "the 
conventional technique" and the "technique set forth in claim 1" as described by Applicant on 
page 1 1 of the response filed 10/19/05. Applicant maintains that the conventional technique 
produces a pattern having upper and lower portions that are arcuate whereas the pattern 
according to the invention of claim 1 is "substantially straight." It is not clear to the examiner 
that there is a patentable distinction between the "substantially straight" curve and the "arcuate" 
curve. They are both slightly curved on the upper and lower portions. The distinction appears to 
be one of the degree of curvature. A single example and comparative example are not sufficient 
to establish that this is a statistically significant or unexpected difference. In addition, it is not 
clear to the examiner that the evidence set forth in Exhibit B is commensurate in scope with the 
claims. The evidence does not include any description or comparison of the process parameters 
used in each example or of the product specifications used in each example. 

Thus, the data set forth in exhibit B is insufficient to establish a patentable distinction 
between the product resulting from the "conventional technique" and the technique as set forth in 
claim 1. 
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A central issue in this case is what is meant by "rectangular shape." As noted above, this 
limitation does not limit the rectangular shape to the side profile or cross-sectional shape of 
the protrusion. The examiner has interpreted the claim limitation directed to a "rectangular 
shape" as being broader than the art recognized meaning of the term "rectangle" (i.e., a 
"rectangle" is a parallelogram having all sides intersecting at 90 degree angles." The claims 
directed to "substantially straight" end portions, "substantially rectangular" and the inventive 
structure shown in exhibit B all suggest that there is some latitude in the scope of "rectangular 
shape" and that the angles between intersecting sides do not have to be exactly 90 degrees. 
Thus, the examiner maintains for at least these reason that Ishida does not teach away from 
rectangular protrusions. 

Applicant's arguments regarding the obviousness statement set forth in relation to the 
102/103 rejection of claims 1-14 and 21-22 (see paragraph 8 of the last Office action) is moot in 
view of the examiner's withdrawal of this basis of argument. 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Holly Rickman whose telephone number is (571) 272-1514. The 
examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Holly Rickman 
Primary Examiner 
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